FEB-06-2006 11:59 



CONLEY & ROSE PC 



9727312289 P. 03 



Doc Code: ARPRE.REQ 



PTO/SB/33 (07-05) 
Approved for use tnrougn xx/xx/200*. omb 0851 -qqw 
U.S. Patent and Trademark OtfiCC; U.S. D£PAftTMENT OF COMMERCE 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 


Docket Number (Op 
1030-081 


tional) 

08 (96-AS18) 


I hereby certify that this correspondence is being facsimile transmitted to the 
USPTO or deposited with the United States Postal Service with sufficient postage 
as first class mail in an envelope addressed to "Mail Stop AF, Commissioner for 
Patents, P.O. Box 1450, Alexandria. VA 22313-1450" [37 CFR 1.8(a)) 

r»n February 6. 2006 - 

Signature ^fts^J fa. *fJ^^J 

Typ«l or printed Karen A. Harris 


Application Number 
10/684,629 


Filed 

October 14,2003 


First Named Inventor 

Charles H. Dewey 


Art Unit 

3737 


Examiner 

Tsay, Frank j 



Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 



I | applicant/inventor. 

Signature I 



Signature 

assignee of record of the entire interest. Shannon W. Bates 

See 37 CFR 3.71. Statement under 37 CFR 3.73(b) is enclosed. 



□ 

0 

Keciistrauon numoer ..... ^ - — — — 

Telephone number 

Q attomeyoragentactingunder37CFftl.34. February 6, 2006 



(Form PTO/SB/96) Typed or printed name 

attorney or agent of record. (972) 731 -2286 

Registration number 4r,4iz - 



Registration number if acting under 37 CFR 1 .34 Date 

NOTE; Signatures of ail the inventors or assignees of record of the entire interest or their representative(s) are required. 
Submit multiple forms if more than one signature is required, see below*. ^ 



w 



•Total of ! forms are submitted. 



This collection of information ia required by 35 U.S.C. 132. The information Is required to obtain or retain a benefit by the public which is to fife (and by the USPTO 
to process) an application. Confidentiality is governed by 35 U S-C- 122 and 37 CFR 1.1 1. 1.14 end 41.6. This collection is estimated to taKe *2 minute© to 
complete, including gathering, preparing, and submitting the completed appGcation lorm to the USPTO. Time will vary depending upon the individual case. Any 
comments on foe amount of lime you require to complete this form anaVor Suggestions for reducing this burden, should oe sent to the Chief Information Officer, 
U.S. Patent and Trademark Office. U.S. Department or Commerce. PC Be* 1450. Alexandria. VA 22313-1450- DO NOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: Mail Stop AF. Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

if you need assistance in completing the form, cat! 1-8Q0*PTO9i9Q end select option 2. 



PAGE 3/9 « RCVD AT 2/6J2006 12:53:47 PM [Eastern Standard Time] * SVR:U$PTO€fTOJ26 1 DNIS:2738300 1 CStD:972731228S * DURATION (mm-ss):03W 



FEB^06-2006 11:59 CONLEY & ROSE PC 

Any Docket No.: 1030-08108 (96-AS18) 



9727312289 P. 04 
Patent 



REASONS FOR REQUESTING PRE -APPEAL BRIEF REVIEW 
Status of the Claims 

Claims 1, 3-8, 11, 13, 15-17 and 20-45 are currently pending and are listed on pages 2-7 
of the response to office action filed on August 12, 2005. In the Final Office Action dated 
November 4, 2005, all of the pending claims were finally rejected. Specifically, claims l t 3-8, 
11, 13, 15-17, 20-34 and 36-45 stand rejected under 35 U.S.C. §102(e) as being anticipated by 
U.S. Patent No. 5,727,629 to Blizzard, Jr. et al. (hereinafter Blizzard} and claim 35 stands 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Blizzard in view of U.S. Patent No. 
5,592,991 to Lembcke et aL (hereinafter Lembcke). 
L Improper Rejection - Blizzard Fails to Anticipate the Claims 

Applicants submit that Blizzard fails to disclose each and every element recited in the 
pending claims, and therefore, Blizzard Tails to anticipate claims 1, 3-8, 11, 13, 15-17, 20-34 and 
36-45. Applicants respectfully request reconsideration and withdrawal of the rejections under 35 
U.S.C. § 102(e) at least because Blizzard fails to disclose: (1) diamond cutters, and (2) a single 
apparatus that both mills a window through a steel casing and also drills borehole. In the 
discussion that follows, Applicants 1 comments are directed to the rejection of independent 
apparatus claim 1, which reads. 

1. A window mill for milling a window through a steel casing to drill a 

secondary borehole, comprising: 

a body having a plurality of blades; 
diamond cutters on said blades; and 

said diamonds milling said window through the steel casing and drilling 
the secondary borehole. 

However, the arguments presented herein are equally applicable to the rejections of independent 
claim 7, independent claim 13, independent claim 38, and all of the dependent claims. 
A. Blizzard fails to disclose diamond cutters 

Pursuant to MPEP §2131, "[a] claim is anticipated only if each and every element as set 
forth in the claim is found, either expressly or inherently described, in a single prior art 
reference.** (citing Verdegaal Bros. v. Union Oil Co. of California* 814 F.2d 628, 631 (Fed. Cir. 
1987)). Applicants respectfully submit that Blizzard does not anticipate claim 1 at least because 

1 
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the reference fails to disclose diamond cutters, either expressly or inherently. 

The Final Office Action states that the claimed diamond cutters are anticipated by 
Blizzard in view of column 9 7 lines 1-10 since such are known material to be used as cutter 
inserts. The cited portion of Blizzard does not expressly disclose diamond cutters, but instead 
refers only to a "matrix milling material 414 (and milling inserts if they are also used or used in 
place of the matrix milling material)". In fact, a careful review of Blizzard reflects that the 
reference fails to mention any type of diamond material whatsoever. 

Since Blizzard fails to expressly disclose diamond cutters, the rejection can only stand 
based upon a theory of inherency. Pursuant to MPEP §21 12, Subpart IV, "[i]n relying upon the 
theory of inherency, the examiner must provide a basis in fact and/or technical reasoning to 
reasonably support the determination that the allegedly inherent characteristic necessarily flows 
from the teachings of the applied prior art." (citing Ex parte Levy, 17 USPQ2d 1461, 1464 (Bd. 
Pat. App. & Inter. 1990) (emphasis in original)). Even if "a certain result or characteristic may 
occur or be present in the prior art [that] is not sufficient to establish the inherency of that result 
or characteristic." (citing In re Rijckaert, 9 R3d 1531, 1534 (Fed. Cir. 1993)). The Patent Office 
has provided no reasonable support for a determination that diamond cutters would necessarily 
flow from the teachings of Blizzard. Therefore, Applicants submit that no prima facie case of 
anticipation based upon inherency has been established. Given that Blizzard fails to disclose 
diamond cutters, either expressly or inherently, the rejection of claim 1 is clearly in error. 
B. Blizzard discloses multiple milting systems rather than a single window mitt 

In contrast to the single window mill of claim 1, Blizzard discloses that several different 
mills are required to mill a window through casing and then drill into the surrounding formation. 
In particular, Blizzard teaches tliat a starter mill begins milling a window in the casing in a first 
trip (col. 7, lines 4-10). Then a second trip is made using the milling system 300 shown in 
Figures 15A-B, comprising a window mill 310 and a watermelon mill 312 that work together to 
finish milling out a window 320 from the casing 308 (col 7, lines 11-21). This milling system 
300 may also exit the window and start drilling into the adjacent formation (col 7, lines 65-67). 
If a larger casing window is desired, a third trip may be made using the milling system 350 
shown in Figure 16, comprising a window mill 360 and two watermelon mills 362, 364 (col. 8, 
lines 5-11). Therefore, Blizzard discloses two or three separate milling assemblies comprising 

2 
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multiple mills to mill a window through the casing and then drill into the formation. 

The Final Office Action asserts that the milling system 350 shown in Figure 16 
anticipates the window mill of claim 1, and more specifically: "the window mill is met by mills 
360, 362 and/or 364, which comprise a body having a plurality of blades 368, and 374 7 and the 
blades of mill 360 (see Fig. 17A) also comprises a plurality of diamond inserts or cutters 414.'* 
Pursuant to MPEP §2 1 1 1 > during patent examination, the pending claims must be given their 
broadest reasonable interpretation consistent with the specification. Further, "in the absence of 
an express intent to impart a novel meaning to the claim terms, the words arc presumed to take 
on the ordinary and customary meanings attributed to them by those of ordinary skill in the art." 
Brookhill-Wilk 1 % LLC v. Intuitive Surgical, Inc., 334 F.3d 1294, 1298 (Fed, Cir. 2003), cited in 
MPEP §2111.01. The ordinary and customary meaning of a term may be evidenced by a variety 
of sources, including the written description, the drawings, and the prosecution history. MPEP 
§21 1 1.01, citing e.g. DeMarini Sports, Inc. v. Worth, Inc., 239 F.3d 1314, 1324 (Fed. Cir. 2001). 
Applicants respectfully submit that the ordinary and customary meaning of "A window mill ... 
comprising a body having a plurality of blades", consistent with the specification, the drawings, 
and the prosecution history, and as would be attributed by those of ordinary skill in the art, refers 
to one window mill and not to a milling system 350 comprising three mills, namely window mill 
360 and watermelon mills 362, 364. 

C. Blizzard fails to disclose a mill that mills a window through casing and drills borehole 

The. Response to Arguments section of the Final Office Action states that Blizzard 
"clearly teaches that a larger casing window is made in a second trip, by a single milling system 
350, which is not only capable of milling a larger window but also drilling into the formation to 
create a lateral borehole." In response, Applicants respectfully submit that the ordinary and 
customary meaning of a window mill with "diamonds milling said window through the steel 
casing", as would be interpreted by those of ordinary skill in the art consistent with the 
specification, refers to a single window mill that independently mills a window through the 
casing. Specifically, a window mill that initiates the window and continues cutting the window 
to punch through the casing. In contrast, the milling system 350 of Blizzard only enlarges an 
existing window. Blizzard teaches that a starter mill initiates the casing window, and the milling 
system 300 comprising a window mill 310 and a watermelon mill 312 continues cutting to punch 
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through the casing and form an initial window 320. Thus, Blizzard fails to disclose any single 
mill that independently mills a window through casing. Accordingly, given that Blizzard fails to 
disclose a single window mill that both mills a window through steel casing and drills a 
secondary borehole, the rejection of claim 1 is clearly in error. 
//, Improper Rejection - No Prima Facie Case of Obviousness 

Claim 35 stands rejected as being unpatentable over Blizzard in view of Lemhcke on the 
basis that Blizzard basically teaches the claimed apparatus except an anchor that is set 
hydraulic ally, and Lemhcke teaches an anchor/packer of a whipstock assembly that can be set 
hydraulically or mechanically. Therefore, the Patent Office takes that position that it would have 
been obvious to one of ordinary skill in the art at the time of the invention to have modified 
Blizzard by using a whipstock similar to that taught by Lemhcke. 

MPEP §2142 requires that the prior art references must teach or suggest all the claim 
limitations in order to establish a prima facie case of obviousness. Applicants respectfully 
request reconsideration and withdrawal of the rejection as the prior art docs not teach or suggest 
each and every element of claim 35. In particular, claim 35 depends from and incorporates the 
limitations of independent claim 1. As previously discussed, Blizzard docs not disclose diamond 
cutters or a single apparatus (window mill) that both mills a window through steel casing and 
drills borehole. Therefore, Blizzard fails to teach or suggest each and every element of claim 1. 
Lemhcke is cited by the Examiner to show a hydraulically set anchor, and not to show a window 
mill with diamond cutters that both mills a window through steel casing and drills a secondary 
borehole. Therefore, given that Blizzard does not make obvious each and every element of claim 
35, and Lemhcke does not make up for the lack of teaching of Blizzard, the rejection of claim 35 
in view of the prior art of record is clearly in error. 
HL Preservation of Additional Grounds for Appeal 

In an effort to simplify the issues for consideration by the panel, Applicants have limited 
this discussion to the clear errors in the rejection of independent apparatus claim 1. However, 
Applicants submit that numerous other grounds for appeal exist. For example, independent 
apparatus claims 7 and 13 both stand rejected under 35 U.S.C. §) 02(e) as being anticipated by 
Blizzard, and these rejections are clearly erroneous as Blizzard fails to disclose a single casing 
mill or a single cutting tool, respectively, comprising diamonds that mill a window through steel 
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casing and drill a secondary borehole. Likewise, independent method claim 38 stands rejected 
under 35 U.S.C. § 102(e) as being anticipated by Blizzard, and this rejection is clearly erroneous 
as Blizzard fails to disclose a method of running one apparatus (a window mill) with diamond 
cutters into the well bore, milling a window through the steel casing with the diamond cutters, 
and drilling the secondary borehole with the same diamond cutters as claimed Accordingly, 
Applicants reserve the right to pursue additional grounds for appeal should the panel elect to 
uphold the Examiner's rejections. 
IV Prayer for Relief 

Applicants note for the record that three (3) substantive Office Actions have issued in the 
present application, affording the Examiner ample opportunity to search the subject matter and 
formulate substantive rejections. Accordingly, Applicants respectfully request a finding of 
alloweible subject matter by the panel. However, in an effort to advance prosecution and place 
the application in condition for allowance, Applicants will consider entry of an Examiner's 
Amendment if required to clarify the claim scope. 
K Summary 

Applicants submit that the grounds for rejection are improper because the cited prior art 
fails to teach or suggest the claimed limitations. Consequently, the references fail to anticipate 
the pending claims as required by 35 U.S.C. § 102(e), and the references fail to render the 
pending claims obvious as required by 35 U.S.C, § 103(a). Accordingly, Applicants respectfully 
request that the rejections be withdrawn and the pending claims be allowed. 
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